22 Agents

This document provides guidelines on agents under section 190 of the Trade Marks Act 2002. These
Guidelines do not constrain the judgement and discretion of the Commissioner of Trade Marks, and
each application will be considered on its own merits.

1. Introduction

Section 190(1) of the Trade Marks Act 2002 (“the Act”) provides for the recog
Section 199(d) of the Act allows for the making of regulations for the purg
of persons whom the Commissioner may refuse to recognise as agents.i

of agents.

Regulations 23 and 24 of the Regulations s

as agents.
@ the revoca

Regulation 25 prescribes the require n or alteration of the authority of an

agent.

y the agent’s principal (X) to act for X in any proceeding in accordance
ulations or to take any step on X’s behalf under these regulations; and
2. forwh ognition has not been refused by the commissioner under regulation 23.

An agent is authorised by the principal to act for them in any proceeding in accordance with the
Regulations or to take any step on the principal’s behalf under the Regulations. Therefore, subject to
the scope of an agent’s authority the agent may do anything on the principal’s behalf that must be
done in relation to a trade mark under the Act or Regulations.?

The agent’s authority extends to the signing of documents.* However the Commissioner may, in any
case, require that the principal and not the agent sign a document.®
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The Commissioner may serve on, give notice to, or correspond with an agent for the purpose of
satisfying any requirement under the Regulations.® However this does not apply for any matter
whereby the agent’s authority has been expressly excluded.’

2.1 Refusal to recognise an agent

The Commissioner may refuse to recognise a prescribed class of person as an agent.® The prescribed
class of person that the Commissioner may refuse to recognise as an agent includes a person:®

e Whois suspended from practice before the Patent Office; or
e Whose name has been removed from the register of patent attory

Where the Commissioner refuses to recognise a
that person and that person’s principal in writi

The notification will explain how the person
will invite the person to respond. Th
respond.

n a time limit within which to

3. Authorisation of ag

t was nominated, at the time the trade mark application was filed, a
written authorisation of agent is+eguired-from the agent’s principal and-sheuldmust be provided
before the res s made. H-thisis-roetavailablethenAlternatively, the Commissioner will accept
a written statement from the agent that they are authorised to act on behalf of the principal-sheuld
be-submitted. FThe-Where such a statement is provided, the Commissioner may then request that a
written authorisation of agent be submitted within a specified time if it is considered necessary in
the circumstances.

3.1 Assignment and transmission
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An authorisation of agent is generally not required for an agent to record an assignment or
transmission on behalf of the assignee (new owner). However, the Commissioner retains the
discretion to require an Agent Authorisation under certain circumstances.

Where the agent wishes to be recorded as the agent on record for the assigned trade mark cases it is
necessary to upload either of the following:

e An authorisation of agent; or
e Aletter signed by the agent confirming they have been asked to represent the assignee (new
owner).

remove themselves from the agent field within the record change of
management facility.

3.2 General authorisation of agent

An agent may file a general authorisation of agen act on a pa tter. This will need to be
filed as and when required.

3.3 Mergers

An agent may make an appl
registrations on behalf o

Where a different nt to the one listed on the trade mark application or registration makes an
application for al or a trade mark registration on behalf of an applicant, a written
authorisation of agent is not required, unless the Commissioner asks for written authorisation in a
particular case.” The fact that the agent files the application for renewal is sufficient evidence of the
agent’s authority to do so.

The agent requesting the renewal will be entered as the renewal interest for the trade mark unless
the Commissioner is advised otherwise.
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3.5 Change of name or address*®

An authorisation of agent is not required to record a change of owner name, but the agent is
required to upload a document evidencing the change of name within the case management facility.

To be able to record a change of owner address within the case management facility, the agent must
first be recorded as the agent on record for at least one of the owner’s IP cases.

If the agent requesting the change of name or address wishes to become the new agent on record
for the owner’s trade mark cases, a separate change agent request must be submitted through the
case management facility specifying the trade mark cases that they wish to be made the new agent.

4. Change of agent

A new authority to act as an agent is required whenever the a new
agent is appointed, the trade mark applicant or registratig must file a
written authorisation of agent as soon as practicable afte ¥ The

e The new agent’s name and address
e A statement of any limitation on th
e Be signed by the principal and not t

king the request, then a written
behalf of the principal must be

icable, give written notice to the Commissioner of the alteration of

the principal and contain the following information:2?

s name and address for service;

ame;

e The number of the trade mark for which the agent is authorised to act on behalf of the
principal;

e A statement setting out the alteration in authority; and

e A statement setting out the matters for which the agent continues to have authority.

A valid notice of the alteration of the authority of an agent is effective from the date the
Commissioner receives it.?3
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6. Revocation of an agent
A principal must, as soon as practicable, give written notice to the Commissioner of the revocation of
the authority of their agent.?*
The notice must be signed by the principal and contain the following information:?°
e The principal’s name and address for service;
e The agent’s name;

e The number of the trade mark for which the agent is authorised to act on behalf of the
principal; and

e Astatement that the agent’s authority is revoked.
A valid notice of the revocation of the authority of an agent is effe from :
Commissioner receives it.?®
An agent may also remove themselves as an agent from adrad re ation and/or

application.?”

7. Filing of documents

IPONZ has provided an exa I n, alteration or revocation of an agent.? This
form simply illustrates o i Cthe only format that will be acceptable.

ration or revocation of an agent must be made through our
ity, which is available everyday, 24 hours a day.3! Read further
services.

Appendix 1: Application for an authorisation, alteration or revocation of an agent

Application for an authorisation, alteration or revocation of an agent [PDF, 137 KB]

Footnotes
1 Section 190 of the Trade Marks Act 2002.

2 Regulation 19 of the Trade Marks Regulations 2003.
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3 Section 190(1) of the Trade Marks Act 2002 and regulation 20(1) of the Trade Marks Regulations
2003.

4 Regulation 20(1) of the Trade Marks Regulations 2003.
5 Regulation 20(2) of the Trade Marks Regulations 2003.
6 Regulation 21(1) of the Trade Marks Regulations 2003.
7 Regulation 21(2) of the Trade Marks Regulations 2003.
8 Section 190(2) of the Trade Marks Act 2002.

9 Regulation 23 of the Trade Marks Regulations 2003.

10 Regulation 24 of the Trade Marks Regulations 2003.

11 Practice Guideline Amendment 2007/04, Intellectual P sletter, 1 August 2007.

12 Regulation 22(2) of the Trade Marks Regulation

ice Newsletter, April 2008.

25 Regulations 25(2)\and 25(3) of the Trade Mark Regulations 2003.

26 Regulation 2 of the Trade Marks Regulations 2003.
27 Regulation 25A of the Trade Marks Regulations 2013.
28 See Appendix 1.

31 IPONZ Newsletter February 2007. Please note, the “Late Filing Box” facility (where clients could
deposit correspondence after business hours in Lower Hutt) was discontinued on 15 February 2007.






